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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
. applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

2. Claims 1-3,5,7-9,15-25 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Bailis et al. (US Publication Number 200301 1 0429A1 ). As per claim 1 , Bailis et al. 
discloses a first device arranged on a circuit board; and a programmable capture device 
arranged on said circuit board, wherein at least one input pin of said programmable 
capture device is communicatively coupled to at least one signal pin of said first device 
such that said programmable capture device captures at least one signal from said first 
device during testing of said first device on pages 1 and 2, paragraph 0015; on page 3, 
paragraph 0035. The first device is the ASIC. The programmable capture device is the 
FPGA. 

3. As per claim 2, Bailis et al. discloses wherein said first device is arranged on a 
first side of said circuit board, and wherein said programmable capture device is 
arranged on a side of said circuit board opposite said first side see Figure 3. 
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4. As per claim 3, Bailis et al. discloses wherein said programmable capture device 
comprises pins having an arrangement corresponding to an arrangement of pins of the 
first device on pages 2 and 3, paragraph 0034. 

5. As per claim 5, Bailis et al. discloses wherein said programmable capture device 
has a density of input pins on the order of signal pins of said first device on pages 2 and 
3, paragraph 0034. 

6. As per claim 7, Bailis et al. discloses wherein said first device comprises an 
Application-Specific Integrated Circuit (ASIC) on pages 1 and 2, paragraph 0015. 

7. As per claim 8, Bailis et al. discloses wherein said programmable capture device 
comprises a Field Programmable Gate Array (FPGA) on pages 1 and 2, paragraph 
0015. 

8. As per claim 9, Bailis et al. discloses at least one output pin of said 
programmable capture device communicatively coupled to an interface for a logic 
analyzer that is external to said circuit board, wherein said interface is arranged on said 
circuit board see Figure 4 on page 3, paragraph 0035. 

9. As per claim 1 5, Bailis et al. discloses triggering testing of a first device arranged 
on a circuit board; and capturing data from said first device during said testing by a field- 
programmable data capture device arranged on said circuit board on pages 1 and 2, 
paragraph 0015; on page 3, paragraph 0035. 

1 0. As per claim 1 6, Bailis et al. discloses outputting at least a portion of the captured 
data from the field-programmable data capture device to a logic analyzer arranged 
external to said circuit board on page 3, paragraph 0035. 
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11. As per claim 17, Bailis et al. discloses programming the field-programmable data 
capture device to capture desired data from the first device on page 3, paragraph 0035; 
on pages 1 and 2, paragraph 0015. 

12. As per claim 18, Bailis et al. discloses wherein said programming comprises: 
programming the field-programmable data capture device while said field- 
programmable data capture device is arranged on said circuit board on page 3, 
paragraph 0035; on pages 1 and 2, paragraph 0015. 

13. As per claim 19, Bailis et al. discloses communicatively coupling a control system 
to said field-programmable data capture device arranged on said circuit board for 
performing the programming on page 3, paragraphs 0035,0042. 

14. As per claim 20, Bailis et al. discloses wherein the programming comprises 
selecting at least one signal pin of said first device from which data is to be captured by 
said field-programmable data capture device on page 3, paragraph 0035. 

1 5. As per claim 21 , Bailis et al. discloses a first means for performing an operation, 
wherein said first means is arranged on a circuit board; and a means, arranged on said 
circuit board, for capturing signals from said first means during testing of said first 
means, wherein the capturing means is programmable while arranged on said circuit 
board on pages 1 and 2, paragraph 0015; on page 3, paragraph 0035. 

16. As per claim 22, Bailis et al. discloses a means, arranged external to said circuit 
board, for analyzing captured signals of the first means, wherein the analyzing means is 
communicatively coupled to the capturing means on page 3, paragraph 0035. 



Application/Control Number: 10/765,581 Page 5 

Art Unit: 21 13 

17. As per claim 23, Bailis et al. discloses means, arranged external to said circuit 
board, for programming the capturing means on page 3, paragraph 0035,0042. 

18. As per claim 24, Bailis et al. discloses wherein the programming comprises 
selecting at least one signal pin of the first means from which signals are to be captured 
by the capturing means on page 3, paragraph 0035,0042. 

19. As per claim 25, Bailis et al. discloses wherein the capturing means comprises a 
plurality of input pins that are each communicatively coupled to a different signal pin of 
the first means, and wherein the capturing means is programmable to select at least 
one of said input pins that is to have its received signals output at an output pin of the 
capturing means on pages 1 and 2, paragraph 0015; on page 3, paragraph 0035. 



Claim Rejections - 35 USC § 103 

20. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

21 . Claims 4,6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bailis 
et al. in view of Murphy (USPN 528761 7A). As per claims 4,6. The system of claim 3 
wherein said first device comprises at least one-thousand signal pins. 

Murphy discloses this limitation in column 1, lines 9-12 
Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have said first device comprises at least one-thousand 
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signal pins. A person of ordinary skill in the art would have been motivated to have said 
first device comprises at least one-thousand signal pins because an integrated circuit 
can have a few pins to over a thousand pins. 

22. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bailis et 
al. in view of Josephson et al. (USPN 5530706A). 

23. As per claim 10, Bailis et al. fails to explicitly state wherein said testing of said 
first device comprises testing said first device at its normal operating frequency. 

Josephson et al. discloses this limitation in column 1, line 65 - column 2, line 2. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have said testing of said first device comprises testing 
said first device at its normal operating frequency. A person of ordinary skill in the art 
would have been motivated to have said testing of said first device comprises testing 
said first device at its normal operating frequency because there is no compromising of 
the integrity of the data being captured from the device at normal operating frequency in 
spite of the clocking of the test circuitry, see column 1 , lines 54-58. 

24. Claims 11,12,13,14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bailis et al. in view of Josephson et al. (USPN 5530706A) in further view of 
DenBeste et al. (USPN 4558422). 

25. As per claim 1 1 , Bailis et al. fails to explicitly state wherein said logic analyzer 
has an operational frequency slower than the normal operating frequency of said first 
device, and wherein said programmable capture device buffers captured signals from 



Application/Control Number: 10/765,581 Page 7 

Art Unit: 2113 

the first device and outputs the captured signals at a frequency supported by the logic 
analyzer. 

DenBeste et al. discloses this limitation in column 1 , lines 35-53. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have said logic analyzer have an operational frequency 
slower than the normal operating frequency of said first device, and wherein said 
programmable capture device buffers captured signals from the first device and outputs 
the captured signals at a frequency supported by the logic analyzer. A person of 
ordinary skill in the art would have been motivated to have said logic analyzer have an 
operational frequency slower than the normal operating frequency of said first device, 
and wherein said programmable capture device buffers captured signals from the first 
device and outputs the captured signals at a frequency supported by the logic analyzer 
because data can be captured at different frequencies. 

26. As per claim 12, Bailis et al. discloses wherein the programmable capture device 
parallelizes the captured signals on page 3, paragraph 0042. 

27. As per claim 1 3, Bailis et al fails to explicitly state wherein said logic analyzer has 
an operational frequency greater than the normal operating frequency of said first 
device, and wherein said programmable capture device buffers captured signals from 
the first device and outputs the captured signals at a frequency supported by the logic 
analyzer. 

DenBeste et al. discloses this limitation in column 1, lines 35-53. 
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Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have said logic analyzer have an operational frequency 
greater than the normal operating frequency of said first device, and wherein said 
programmable capture device buffers captured signals from the first device and outputs 
the captured signals at a frequency supported by the logic analyzer. A person of 
ordinary skill in the art would have been motivated to have said logic analyzer have an 
operational frequency greater than the normal operating frequency of said first device, 
and wherein said programmable capture device buffers captured signals from the first 
device and outputs the captured signals at a frequency supported by the logic analyzer 
because data can be captured at different frequencies. 

28. As per claim 14, Bailis et al. discloses wherein the programmable capture device 
serializes the captured signals on page 3, paragraph 0042. 

Specification 

29. The abstract of the disclosure is objected to because it is not describing the 
invention. It is written like a claim would be. Correction is required. See MPEP 

§ 608.01(b). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yolanda L. Wilson whose telephone number is (571) 
272-3653. The examiner can normally be reached on M-F (7:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Beausoliel can be reached on (571 ) 272-3645. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. . 
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